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Art Unit: 2161 

DETAILED ACTION 

Claims 1-19 are pending for examination. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-19, are rejected under 35 U.S.C. 101 because the claimed invention 
directs to non-statutory subject matter. 

In the present case, the preamble of each independent claims (i.e., claims: 1, 8, 
14) recite "paring objects for the purpose of copying data", however, the body of these 
claims does not include any functional steps of "paring objects" and "copying data", 
such that it can be referred back to the purpose as recited in the preamble. 

Furthermore, the dependent claims (i.e., claims: 2-7, 9-13 and 15-19) also fail to 
resolve the defects of the independent claims respectively, therefore, the instant set of 
claims do not produce a concrete, useful and tangible result, it merely directs to non- 
statutory subject matter 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-19, are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As to claims 1 , 8 and 14, applicant recites "pairing objects for the purpose of 
copying data", but the examiner does not see how and when "paring objects" and " 
copying data" was executed such that the action of "selecting such pairs..." will be 
fulfilled and the "implementing checks and alert messages..." are necessitated or 
associated respectively. 

As to claims 2-7, 9-13 and 15-10, these claims have the same defects as their 
respective base claims, hence are rejected for the same reason. 

To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth below in 
anticipation of applicant amending these claims to place them within the four statutory 
categories of invention. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2, 4-9, 11-15 and 17-19, are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Publication No. 2004/0123.180 issued to Soejima et al. (hereinafter 
referred as Soejima). 

Claim 1: 

Soejima discloses method for pairing objects for the purpose of copying data 
[e.g., P2. Sections: 0034 - P. 3, 0040], comprising the steps: 

selecting such pairs in a single view including graphical depictions of 
representations of storage resources [e.g., P. 10, Sections: 0147-0150, Fig. 22 & P, 16, 
Sections: 0227-0242, Fig(s). 25-28 and associated texts]; and 

implementing checks and alert messages regarding such pairings based on 
predefined rules [e.g., Fig(s). 19, 22 & 28 and associated texts, specifically sections: P. 
10, Sections: 0149-0150 & P. 11. Sections: 0169- 0170]. 

Claim 2: 

Except the limitations recited in claim 1, Soejima further discloses graphical 
depictions are side-by-side depictions in the single view of a logical configuration of the 
storage resources [e.g., Fig. 25 and associated texts]. 



Application/Control Number: 10/701 .706 Page 5 

Art Unit: 2161 

Claim 4: 

Except the limitations recited in claim 1 , Soejima discloses that the storage 
resources include a source subsystem having a multitude of source storage volumes, 
and a target subsystem having a multitude of target storage volumes; and each of the 
pairs consists of one of the source storage volumes and one of the target storage 
volumes [e.g., Soejima: the units: 28050, 28100, Fig. 28]. 

Claim 5: 

Except the limitations recited in claim 4, Soejima discloses that the selecting step 
includes the steps of: selecting a number of source storage volumes; and selecting a 
number of target storage volumes; and wherein one of the checks ensures that the 
number of selected source storage volumes Is equal to the number of selected target 
storage volumes [e.g., Soejima: P. 2, Sections: 0034-0039 & Fig. 5] . 

Claim 6: 

Except the limitations recited in claim 5, Soejima discloses the following: 

the step of selecting a number of source storage volumes includes the step of 
identifying a set of source storage volumes [e.g., Soejima: unit 19050, Fig. 19]; 

the step of selecting a number of target storage volumes includes the step of 
identifying a set of target storage volumes [e.g., Soejima: unit 19060, Fig. 19); and 

the implementing step includes the step of, if the number of source storage 
volumes in the set thereof is not equal to the number of target storage devices in the set 
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thereof, then displaying a message for indicating that the sets have unequal numbers of 
storage devices [e.g., Soejima: units: 19070-19160, Fig. 19]. 

Claim 7: 

Except the limitations recited in claim 1 , Soejima discloses the implementing step 
includes the step of also implementing error handling based on the predefined rules 
[e.g., Soejima: P. 11, Section: 0169-0170]. 

Claim 8: 

This claim recites similar subject matters as claim 1 in fomn of system means, 
hence, is rejected along for the same reason. 

Claim 9: 

This claim recites similar subject matters as claim 2 in fomn of system means, 
hence, is rejected along for the same reason. 

Claim 1 1 : 

This claim recites similar subject matters as claim 4 in fornn of system means, 
hence, is rejected along for the same reason. 



Claim 12: 
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This claim recites similar subject matters as claim 5 in form of system means, 
hence, is rejected along for the same reason. 

Claim 13: 

This claim recites similar subject matters as claim 6 in fornn of system means, 
hence, is rejected along for the same reason. 

Claim 14: 

This claim recites similar subject matters as claim 1 in forni of computer readable 
program storage medium, hence, is rejected along for the same reason. 

Claim 15: 

This claim recites similar subject matters as claim 2 in form of computer readable 
program storage medium, hence, is rejected along for the same reason. 

Claim 17: 

This claim recites similar subject matters as claim 4 in form of computer readable 
program storage medium, hence, is rejected along for the same reason. 

Claim 18: 

This claim recites similar subject matters as claim 5 in form of computer readable 
program storage medium, hence, is rejected along for the same reason. 
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Claim 19: 

This claim recites similar subject matters as daim 6 in form of computer readable 
program storage medium, hence, is rejected along for the same reason. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim Rejections • 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 10 and 16, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Publication No. 2004/0123,180 issued to Soejima et al. (hereinafter referred 
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as Soejima) in view of U.S. Patent No. 5,065,347 issued to Pajal< et al. (hereinafter 
referred as Pajal<. 

Claim 3: 

Except the limitations recited in claim 2, Soejima did not specifically discloses 
that graphical depictions are hierarchical trees. 

However, Pajak disclose that graphical depictions are hierarchical trees [e.g., 
Abstract, col. 2, lines 63 - col. 3, lines 33]. 

Soejima and Pajak are both in the same field of endeavor to facilitate the data 
copying processing via geographical depictions, thus, it would have been obvious for an 
ordinary skilled person in the art at the time the invention was made to apply the well- 
known technique as taught by Pajak into Soejima's invention, because by doing so, as 
indicated by Pajak, the combined invention would be upgraded to provide working 
hierarchical tools to create, modify and access information for document creation and 
publications as well as support for structured analysis and design methods in a visually 
pleasing and easily accessible manner [e.g., Pajak: col. 2, lines 41-60]. 

Claim 10: 

This claim recites similar subject matters as claim 3 in form of system means, 
hence, is rejected along for the same reason. 
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Claim 16: 

This claim recites similar subject matters as claim 3 in form of computer readable 
program storage medium, hence, is rejected along for the same reason. 

Conclusion 

To expedite the process of re-examination, the examiner requests that all future 
correspondences in regard to overcoming prior art rejections or other issues (e.g. 35 
U.S.C. 112) set forth by the Examiner prior to the office action, that applicant should 
provide and link to the most specific page and line numbers of the disclosure where 
best support is found (see 35 U.S.C. 132). 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

1) Kapitanski et al. (U.S. Patent No. 6,912,539) which discloses a system having 
method and means for verifying converted database commands. 

2) Bharat (U.S. Patent No. 6,577,735) which discloses a system and method for 
backing-up data stored on a portable audio player. 

3) Beach et al. (U.S. Patent No. 5,953,017) which discloses a compressed object 
display for organizing objects in a tree stmcture. 
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Points of Contact 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Y. Chen whose telephone number is 571-272- 
4016. The examiner can normally be reached on Monday - Friday from 7:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Gaffin can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding Is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infonnatlon Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Susan Y Chen 
Examiner 
Art Unit 2161 
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